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Remarks 

Applicant thanks examiner Paulraj for correcting the omitted claim number 68 in the 
preliminary amendment, by renumbering of Claims 69-73 as 68-72 in the Office Action 
mailed November 29, 2002, [Paper 3]. 

The present applicaiion has been amended to specify the type of priority of the 
present application and die status of the parent application, now U.S. Patent No. 6,406,785. 
Statutory Do uble Patenting 

Claims 37. 39. 42-45. 47-50. 52-54. 56-60. 62-68 and 70-72 

Claims 37, 39, 42-45, 47-50, 52-54, 56-60, 62-68 and 70-72 stand rejected under 35 
U.S.C. §101 as claiming the same invention of Claims 1-30 of U.S. Patent No. 6,406,785. 

Applicant respectfully submits the claims of U.S. Patent No. 6,406,785, as shown in 
the enclosed C ertificate of Co rrection filed in US Patent 6,406,785, and shown by the 
prosecution history of the 785 patent are directed to cross linked UHMW polyethylene 
particles (Claims 1-3); cross linked UHMW polyolefin particles (Claim 4); surface treated 
thermoplastic cross linked particles (Claims 5-8); cross linked surface treated olefmic 
particles (Claims 9-15); surface treated, cross linked olefinic particles (Claim 16); cross 
linked surface treated olefinic particles (Claims 17-23); and surface treated, cross linked 
olefinic particles (Claims :'.3-30). [emphasis added] 

In contrast, the pre sent claims recite particles which are not cross linked. 

Specifically, 

"UHMW polyeth> lene particles having a polar functional group" (Claims 37-39); 
"surface treated UHMW polyolefin particles" (Claims 40-41); "surface treated thermoplastic 
particles" (Claims 42-46); "surface treated olefinic particles" (Claims 47-55); "surface 
treated olefinic particles" (Claim 56); and "surface treated olefinic particles" (Claims 57-64); 
"surface treated olefinic particles" (Claims 65-72). 

Therefore, the present claims are not claiming the same invention as U.S. Patent No. 
6,406,785 and thus applicant requests the statutory double patenting rejection be withdrawn. 
Non Statu j™T rtonhlf! Patenting 
Claims 38, 40. 46 and 55 

Claims 38, 40, 46 and 55 stand rejected under the judicially created doctrine of 

obviousness-type double patenting. 
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In view of the distinction between the present claims and the claims of US Patent No. 
6,406,785, applicant respectfully submits Claims 38, 40, 46 and 55 are patentably distinct 
from the claims of US Patent No. 6,406,785. However, if the nonstatutory double patenting 
rejection is maintained, upon the remaining rejections being addressed, a terminal disclaimer 
will be filed. 

Rations under 35 U.S.C 1112 
Claims 41, 51, 52, 61 and C9 

Claims 41, 5 1 , 52, M and 69 stand rejected under 35 U.S.C. §1 12, first paragraph. 
Specifically, the examiner isserts the specification does not disclose the concept that the 
olefinic particles themselvr* are cross linked or that the olefinic particles are sufficiently 
bonded to the cured them* -set base carrier to substantially preclude non destructive 
separation. [Paper 3, Page 4] 

The present application is a divisional of U.S. 09/388,094 filed June 23, 1999. As 
filed, the '094 application recited in Claim 5, "the ultra high molecular weight polyolefin 
particle is cross linked" and in Claim 15, "the surface treated olefinic particles are cross 
linked." Therefore, applicant respectfully submits this subject matter was described in the 
specification in compliance with 35 U.S.C. § 1 12 in the parent application. The present 
specification bas been amended to include a recitation of this disclosure. 

Claim 52 has been amended to remove the terms "non-destructive" and 
"substantially." The remaining claims rejected under 35 U.S.C. 1 1 2, have been amended to 
address the outstanding reiectiona and are believed in condition for allowance. 
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\\\ 



\\\ 



9 

Received from <> at 2/28103 10:00:49 AM [Eastern Standard Trnie] 



FEB-28-2003 FRI 10:03 AM FAX NO. 



Therefore, appHcani respectfully submits all the pending claims, Claims 37-83 are in 
condition for allowance, and such action is earnestly solicited. If, however, the examiner 
believes any further issues remain, he is cordially invited to call the undersigned so that such 
matters can be promptly resolved. 

Respectfully submitted, 




Brian B/gJ&w.^Rfl&istration No. 33,782 

HABTBR, SBCREST & EMERY 1^1* 

1600 Bausch & Lomb Place 
Rochester, New York 14604 

Date: February 28, 2003 
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PATENTS 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: 



GopaWin, Krishnamachari et al. 



Atty. Docket: 



85939.000018 



Serial No.: 



09/338,094 



Patent No. 



6,406,785 Bl 



Filed: 



June 2 J, 1999 



Date of Patent: 



June 18, 2002 



Title: WEA1 HERSEAL HAVING A CONTACT LAYER WITH THERMOPLASTIC 

PARTLCLES IN A THERMOSET CARRIER 

Certificate QfCoTrectia a ] Jnder 35 I LS.C. 6 254. 37 C.F.R. S 1 322 

Commissioner of Patents and Trademarks 
Washington, D.C. 20131 

Sir: 

Applicant encloses form PTO/SB/44, a Certificate of Correction, for the above- 
referenced United States patent, which issued June 18, 2002. 

As the error occurred through a mistake in the United States Patent and 
Trademark Office, applicant respectfully submits no fee is due at this time- Specifically, 
in Paper 9, an extension of time for one month was requested for entry of the Examiner's 
Amendment, which incorporated the Amendment After Final mailed August 22, 2001 , 
and the examiner's amendment to the claims of the Amendment After Final. 



Date: February 24, 1*003 

1 certify that this correspondence is being deposited with the United States Postal Service as first class mail 
in an envelope addressed to the Commissioner of Patents and Trademarks, Washington, D.C- 20231 on 
February 24, 2003. y s7 S 



Respectfully submitted, 




Briarv^^ha^LXegistration No, 33,782 
Harter, Secrest & Emery llp 
1600 Bausch & Lomb Place 
Rochester, New York 14604 
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Approved for use through 01/31/2004. OM9 0651-0033 
U£. Pater* and Trademark Office; US. DEPARTMENT of commerce 
Under the Papeiwof* Reduction Act oi 1B93, no persons *t required to response to a ooBaction of information unlew It display* a valid OMB control number. 



PATENT NO 

DATED 

INVENTOR(S) 



UNITb'D STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 
Page 1 of 6 

:US 6,406,785 B1 
:June 18, 2002 

:Dennis W. Janes, Jason O. Watts, Kevin Dale Utterback, 
Krishnamachari Gopalan 



It is certified that an error appears in the above-identified patent and that 
said Letters Patent is hereby corrected as shown below: 

In place of published Claims 1 through 30, replace with the following Claims 1- through 
30: 

- 1 . A wsatherseal fnr releasably contacting a panel, comprising: 

(a) a substrate; and 

(b) a contact layer on at least a portion of the substrate, the contact layer including a thermoset 
carrier and a multitude of doss linked UHMW polyethylene particles having a polar functional group, the 
UHMW polyethylene particles chemically bonded to the thermoset carrier to form surface projections. 

2. The weatherse*l of Claim 1 , wherein the thermoset carrier includes cross linkable urethane. 

3. The weathersestl of Claim 1 , wherein the substrate includes one of an EPDM, a thermoplastic 
and a thermoplastic elastomer. 

4. A weatherseal, comprising: 

(a) a substrate including one of an EPDM, a thermoplastic and a thermoplastic elastomer; and 

(b) a contact layer on the substrate, the contact layer including surface treated cross linked 
UHMW polyoleftn particles in a cross linked urethane based carrier, the surface treated UHMW polyolefin 
particles forming projections. 
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No. of additional 



MAILING ADDRESS OF SENDER 

Harter, Secrast & emery LLP 
1600 Bau$th antf Lomb Place 
Rochester. New Voflc 14604-27 11 
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the amount of lime you are reaui/ed to .jomptata this form should pa sent to the Chief information officer, U.S. Patent and Trademark Office. Washington. DC 
20231. DO NOT SENT FEES OR COMI 'LETGO FORM TO THIS ADDRESS. SEND TO; Assistant Commhitoner of Patents, Washington. DC 20.231 . 
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INVENTOR(S) 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 
Page 2 of 6 

:US 0,406,785 B1 
•June 18, 2002 

:Dennis W. Janes, Jason O, Watts, Kevin Dale Utterback, 
Krishnamachari Gopalan 



It is certified that and error appears in the above-identified patent and that 
said Letters Patent is hereby corrected as shown below: 

In place of published claims 1 through 30, replace with the following claims 1- through 
30: 

5. A contact layer for a weatherseal, comprising a multitude of surface treated thermoplastic 
cross linked particles bonded to a curable carrier, the surface treated thermoplastic particles creating a 
reduced coefficient of friction of the contact layer. 

6. The contact layer of Claim 5 T wherein the thermoplastic surface treated particles are an ultra 
high molecular weight olefin. 

7. The contact layer of Claim 5 f wherein the thermoplastic surface treated particles are surface 
treated UHMW polyethylene 

8. The contact layer of Claim 5, wherein the carrier includes urethane. 

9. A weatherseal, comprising: 

(a) a substrate; and 

(b) a contact layer on a portion of the substrate, the contact layer having a multitude of cross 
linked surface treated olefinic particles in a cured thermoset urethane based carrier, the surface treated 
olefinic particles sized to create surface projections in the contact layer. 



MAILING ADDRESS OF SENDER 

Harter. Secrost & Emery LLP 
1600 Bausch and Lomb Place 
Rochester, New Yortt 14604-271 \ 
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PATENT NO 

DATED 

INVENTOR(S) 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 
Page 3 of 6 

:US n.406,785 01 
:Junn 18,2002 

:Dennis W. Janes, Jason O. Watts, Kevin Dale Utterback, 
Krishnamachari Gopalan 



It is certified that an error appears in the above-identified patent and that 
said Letters Patent is hereby corrected as shown below: 

In place of published claims 1 through 30 f replace with the following claims 1- through 
30: 

10. The weatherse^l of Claim 9, wherein the substrate includes one of an EPDM, a thermoplastic 
and a thermoplastic elastomer. 

11. The weatherse^l of Claim 9, wherein the surface treated olefinic particles ere UHMW 
polyethylene. 

12. The weatherseal of Claim 9, wherein the surface treated olefinic particles are chemically 
bonded to the cured thermoset urethane based carrier, 

13. The weatherseal of Claim 9, wherein the surface treated olefinic particles are sufficiently 
bonded to the carrier to substantially preclude separation, 

14. The weatherseal of Claim 9, wherein the surface treated olefinic particles are encapsulated 
within the carrier. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 
Page 4 of 6 

:US M06,785 B1 
:June; 18 r ^002 

:Dennis W. Janes, Jason O. Watts, Kevin Dale Utterback, 
Krishnamachari Gopalan 



It is certified that error appears in the above-identified patent and that said 
Letters Patent is hereby corrected as shown below: 

In place of published claims 1 through 30, replace with the following claims 1- through 
30: 

15. The weatherseal of Claim 9, wherein the surface treated olefinic particles have a polar 

functional group, 

16. A method of forming a weatherseal, comprising: 

(a) forming a substrate; 

(b) mixing a multitude of surface treated, cross linked olefinic particles and a curable thermoset 

urethane based carrier; 

(c) disposing the mixed surface treated olefinic particles and the curable thermoset urethane 

based carrier on a portion of the substrate; and 

(d) curing the curaiile thermoset urethane based carrier as it is disposed on the substrate to 
retain discrete surface treated olefinic particles and form surface projections. 

17. A Weatherseal. comprising: 

(a) a substrate; and 

(b) a contact layer on a portion of the substrate, the contact layer having a multitude of cross 
linked surface treated olefinic particles In a cured thermoset urethane based carrier, the surface treated 
olefinic particles having a melting temperature greater than a curing temperature of the urethane based 
carrier, ______ 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

Page 5 of 6 

:US 6,406,785 B1 
June 18, 2002 

:Dennis W. Janes, Jason O. Watts, Kevin Dale Utterback, 
Krishnamacheri Gopalan 



It is certified that an error appears in the above-identified patent and that 
said Letters Patent is hereby corrected as shown below: 

In place of published claims 1 through 30, replace with the following claims 1- through 
30: 

18. The weathers<>al of Claim 17, wherein the substrate includes one of an EPDM, a 
thermoplastic and a thermoplastic elastomer. 

19. The weathered of Claim 17> wherein the surface treated olefinic particles are UHMW 

polyethylene. 

20. The weathersaal of Claim 17, wherein the surface treated olefinic particles are chemically 
bonded to the cured thermoset urethane based carrier. 

21 . The weatherseal of Claim 17, wherein the surface treated olefinic particles are sufficiently 
bonded to the carrier to substantially preclude separation. 

22. The weatherseal of Claim 17, wherein the surface treated olefinic particles are encapsulated 

within the carrier. 

23. The weatherseal of Claim 17, wherein the surface treated olefinic particles have a polar 
functional group, 

24. A weathersejd, comprising: 
(a) a substrate; and 

<b) a contact laynr on a portion of the substrate, the contact layer having a multitude of surface 
treated, cross linked olefii lie particles In a cured thermoset carrier, the surface treated, cross linked ^ 
olefinic particles having a melting temperature greater than a curing te mperature of the thermoset carrier. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
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PATENT NO 
DATED 



:US 6.406,785 B1 
:June18,2002 



INVENTORY) :Dennis W. Janes, Jason O. Watts, Kevin Dale Utterback. 
Krishnamachari Gopalan 

It is certified that error appears in the above-identified patent and that said 
Letters Patent is hereby corrected as shown below: 

In place of published claims 1 through 30. replace with the following claims 1- through 
30: 

25. The weatherseal of Claim 24, wherein the substrate includes one of an EPDM. a 
thermoplastic ana a thermoplastic elastomer. 

26. The weatherseal of Claim 24, wherein the surface treated olefinic particles are UHMW 

polyethylene. 

27. The weatherseal of Claim 24, wherein the surface treated olefinic particles are chemically 
bonded to the cured thermoset urethane based carrier. 

28. The weatherseal of Claim 24, wherein the surface treated olefinic particles are sufficiently 
bonded to the carrier to substantially preclude separation. 

29. The weatherseal of Claim 24, wherein the surface treated olefinic particles are encapsulated 

within the carrier. " 

30. The weatherseal of Claim 24. wherein the surface treated olefinic particles have a polar 
functional group. - 
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AMENDMENT TRANSMITTAL 

Applicants): Gopalan, Kristin amachari 



na Urge Entity 
□ Small Entity 



Docket No. 
85939.000217 



Serial No. 



Filing Date 



Examine r_ 



Group Art Unit 



10/060.501 



January 30 , 2000 



Christopher Paulraj 



1773 



Invention WEATHERSEAL HAVING A CONTACT LAYER WITH THERMOPLASTIC 
PARTICLES IN A fHERMOSET CARRIER 



TO THE ASSISTANT CO ^MISSJONEB ^OR PATENTS: 
Transmitted herewith is an amendment in the above-Identified application. 
The fee has been calculated and is transmitted as shown below. 



■to 



TOTAL CLAIMS, 
INDEP. CLAIMS 



claims remaining 

j^TERAMENOMENl 



47 



CLAIMS AS AMENDED 



HIGHEST #PREV, 
PAID FOR 



NUMBER EXTRA 
CLAIMS PRESENT, 



11 



RATE 



18.00 



84,0 



Multiple Dependent Claims (chec k if applicable) U — _ — r—^r 

i}liML - t K ~~ If small entity status, reduce by 50% 



TOTAL ADDITIONAL FEE FOR THIS AMENDMENT 



ADDITIONAL FEE 



$198.00 



0 



$188,00. 



□ 
El 

n 



No additional fee is required for amendment. 

Please charge Deposit Account No. 033875 in the amount of $198.00. 

A duplicate copy of this sheet is enclosed. 

A check in the amount of $ to cover the filing fee is enclosed. 

T^eC?mSSis he, eby authorized to charge payment of the following ^s associated 
with this communication or credit any overpayment to Deposit Account No. 033875. 
A duplicate copy of this sheet is enclosed. 



Dated: February 28. 2003 



Brian B. Shaw, fceg. No. 33,782 



23387 

Customer No. 23387 *»«»«.««« 



I certify that this document and fee is being transmitted 
via facsimile (703-S72-9310) under 37 CFR 1.6 and is 
addressed to the Commissioner for Patents, Washington, 
D.C. 20231 on February 28, 2003 



/ Signature ofPe 



Signature of Person Malting Cd 



jvtichelc Haniby 




7>p«/ or Printed Nana of Person Mailing Correspondence 
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COMPANY 



" T T"vT. r - • TELEPHONE 



■FACSIMILE. 



Examiner Paulraj 



USPTO 

Washington, D.C. 



703-308-1036 



703-872-9310 



FROM 



COMPANY 



"tfKrphqnb FACSIMILE 



Brian B. Shaw HAkTER, SECREST & EMERY LLP 

OUR FILE: 581/85939.000217 



585-231-1193 



585-232-2152 



TOTAL NUMBER OF I 'AGES SENT (INCLUDING THIS COVER SHEET): 20 page(s) 



MESSAGE OR SPECIAL INSTRl iCTIONS: 

Reference: U.S. Serial No- 10/060,501 



IP YOU DID NOT ReCClVC 1 HE NUMBER OF PAGES SHOWN ABOVE. OR IF ANY CORES ARE ILLEGIBLE, 
PLEASE CALL THE TELECOMMUNICATIONS OPERATOR AT 585-231-149B 
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